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Upon v * present i h v! eUnn* s 5 reman p;r:djn t ; in v ahove- 

ideniined application and stand ready lor farther act-on on the merits, 

<. ,u ^ ,k n v ti:L Juuv:. <\ '» 1 >.e < ak v t U 

catk ) d. For ex np e, the anu 

pe . s v 1 L' p:u\ n :t^ <u S C" and "X" keys e ddY T Rl \ 

keyboard layout. 

^eo.osed 5 a\'^ v i ns n n«. -it o t ul j<. ) a, ;\^,t,nt 
C/i?«s Objection 

Tkv\, ^ V! !» ? e -> 1 , \ requested to wnho a^ n_ o . i n 2 

i as nuch as • ng error that previously occurred in claim 2 has b.u co c v< * 
the instant arnendnwm. 

Claim Rejection ~ 3$ (JSC § 112 

>L i o ^ \nk, v a ten under fit puos n<>ns o ^ - „ v 

Reconsideration and withdraw of this rejection is respectfully requested based on the 

,V\\U,^ " v. ,u <. . iJ tn\i . „ K r O ! 
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Chin amende*, x ei o iics is >11 % 



wherein R 1 represents a linear, branched or cyclic alkyi group, an oryi 
group which is unsubstiiuted or substituted with one or two or more groups 
vi'i.'u. " . < , 15 uaenr hia*xt!CJ ,iiic>i g>o ip n 'i . ' it \ a halogen 



group, or an araikyi group which is composed of a linear, branched or cyclic 
„ <''.><'« group which a < - ! ^ . > - 

<><<,' >U „ ,tO> - t J. ' N \?K > 

group, <yciic u A< m < , - halogen atom, an alkoxy group, an and group, an 
anhoxy group cud • alhoxycarhonvi group. 

R ' represents a hydrogen atom or a methyl group, 

wdh at v , oxidizer selected fi-om the group consisting of 

i nd iod m 

■"V, ^ <s, v ; eat ( ' 'Ud'i'ti ( ' ' t ni 



/2j; 
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< , - ... . . v t ' < e ' n 

which comprises reacting 
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\s can be \ ] t i t I ? v s c s [ ul \ - 

>ar&cularly and c <. s can 'nm ' , e terms < N efimt 

h sie^u , *- v. esenl j I ^ clas v v 

from claim , particularly and distinctly set forth the inventive discovery that the applicants 

1 is s v 1 t v 5 U r v( v i > 1 <. P <- ! i 

2 " N CuV, v - , - 

A fundamental principle contained in 35 U.S. (7. 112, second paragraph is 
that applicants are their owt > ign^ >e> ' can define n (he claims whai 
they regard as una invention essential!) in whaieve? terms they cho< u <to hug 

>e, v»f.rti/f< tctm is i leath h u > i 
See MPEP $ 2111.01. Applicant may use ftmctionai language, alternative 
expressions, negative limitations, or any- style of expression or formal of claim 
which makes clear the boundaries of the subject mailer for which protection is 
, C ' ^ 1 k» if >.</ ' ' w_NW'a ' > ' 1 " ' '-/'V 

(CCPA 1971), a claim may not he refected soleh because of the type of language 
, ; < > , w,>, ' „ / 1 , / h" i, ,"m ' ' <•> ' *i ^ i.v 

> summer's focm daring examination of claims for compliance with 
< ^» v >'* t ' »« * n S< t2 ^ , > v. »»v n>. . 

j : 5 satisfied dun patentable subject matter is disclosed, and it is apparent to the 

shoidd allow claims which define the patentable subject matter with a iwascmabh 
L> t S <. 

e> cs »fi > . , ! s ' ' ; idd l > < f , /<-/;>; 
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encoura ,.<. aim la (age t tppiia > improve tin -larky >r 

precision tpthe language used, hut should not reject claims or insist on their own 
preierences if other modes of expression selected bv applicants satisfy the 
statnto ) * q i fa , nt 

Claim Rejeetiom~35 USC§103 

a , * d ; v % 

unpatentable Krief US <066 (US 4,408,066) in view of Anelli et al. (J . Org. Chem. 1987, 52, p. 

> tid w hdraw olilm ejection 
the following considerations. 

Legal Standard for Determin ing Prima fa cie Ohvtotisness 

\<; e^iJ-nm prima jacic case of obviousness, tniec basic ei.^ u > , , m. i ^ 
there must be some suggestion oi motivation, either in the references themselves or in the 
-v.Ja ;..u.u^:> able to one of ordinary skill in the art, to modik the ?\:kMvuc<. os to 
<i l . v.v s. is s ^.uw 1 \*\ n i-j^t be a reasonable exr c o.i - ces I oaliy, 

the prior art reference (or references when u^hie.d> m. * Lac- or suggest aJ r claim 
limitations, 

expectation of success must hi be ,m J i he prior are not i , a \ v v s disclosure. />; re 

"There rev three possible sources tor a motivation lo combine ic e e ves the mime of 
ic pro! cn o \ so!v< a ae hngs oi hi pi oi art nn the edge persons o o d n > 
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ski!! in the art." in re Roujfct. 149 F.3d 3350, 1357, 47 USPQ2d 1453, 1457-58 (Fed. Cir. 1998} 
(The % i v. ok.,\!\ » v %o > 

improper.). The level of skill in the art cannot be relied upon to provide the suggestion to 
- . v * Si "i 7 hit 1~4 i M 1 - * * s»V~ n 

1990s. 

v 1o daerocm-g . propriety . te Patent Office case for obviousness in the first 
\ v. i cess to asce ether oi iot the tJaes ■,, , < >t< ' x.c o » 

sufficient for on of ordinary si i i he reie\ \ art having ' oil x fore hint to make the 

1K">.^,m1 v ( '! K.'lOl" '» , > ' ^ 1 70 030 

173 USPQ 560, 562 (CC?A 1972). 

N * N , v if inn K t la ".livd h\ unhif oi i ex it t < w . ~ ' 
prior art to produce die claimed invention where there is some teaching, suggestion, or 
mot vatic to so form y in the references 0 

knowledge generally available to one of ordinary skid in the art. 'The test for an implicit 
shov;im.' is what site m>:uHucu teachings, knowledge of one of ordinary skid in tire art, and the 
n « ,i!v vii x ^ ^ ec i i s o < > , a ;e ^ 1 < i i 
fuc art." In n K> >r-al 21 7 F.3d 1365, i 370, 55 USPQ2d 1313, 1317 (Fed, Cir. 2000). See also In 
re . ^ >38 '342-44, H USrQ2d 1430, 1433 '4 I e„ t. /o . ^ ^ . <- 

importance of relying on objective evidence and making specific factual findings with respect to 
etc e c s) In re Fine S3" F.dd K 5 USPQ2d 15 Cii 
1988); i n on 3 958 ¥ 2d 347, 21 OSPQ2d 1941 (Fed. Cir. 1992) 
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Krief I S U to e* i ho! euro rtinu 2 2 c v k yi 

^NviO't^n ex v vx ac \ ™ t i i ion ^vl ptop ^ -wii i> . . - ~e 
of an on J p c . f Htu as v i, u .1 did. una «> so e ^ J > 0, i ^ <. 

chloride dsoe col. 6, linos 60 to 66). 

However, Krief US '066 does not disclose at least one oxidizer selected from the group 

! ^ ■> v. \ ' < U i 1 i < 'K1K O i ^ ,! > » 

* - , compound. 

AneW ei at teaches a process for oxidizing primary and secondary alcohols to the 
, >- , i\\ ^ > J v • '<.-> as shxuvt so s - safuman t ^< c pay.- W e« su: or 1 , 

However, AneUi et aL does ? ; yx disclose a compound having a cyclopropane ring, 
Further, Amili eiaL doesgg/ disclose the formylcyciopropaneearboxylate compound of formula 
(2) and the cyclopropaoccarboxykte compound of formula (1) of the present invention. 

Furthermore, die oxidizing agent disclosed by Krief US '066 is not similar to the 
o\ki>< a v- . « - v -J h} .Uwiiiezal Irslea I die} aie ,p,;k d > -e a 

For example, the oxidizing agent disclosed by Krief IS '066 o cm ^ v i \\ m v 

anhydride is one of the he > ncul-eoiiU tea cage o- am 

v _ „ v n ? i O 1 s > - 

disclosed h> AneW vt ol \: „ rcpoehloriie and u is not a hcavx metal-containing re;mt-m and the 
nitroxy compound i . > j _jj 

fltercfors. o ^o 0 eo: i .v v < <> •■ - -■ v „n v n I v o eusa o\ 
,4«e//< e,' a/, hypochlorite and nitroxy compound as an alternative to chromic anhydride and 
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t v , „ o j, v i href IS u6fi V noj\ alio , a hxu « m ex "tcai 1 

Based on die above Jo'.*.o.i, it is auhmmcd una , m"an:mar> > m me an 
upon m > the .v. t s and disclosures of each of the cited ji references of record, 
would n> t. motivated to arrive at the present invention js claimed r pending . j - 1-8. 

Absent sue i m >tivation in the cited art nUKrief US "066 arid /I//d& «£, it fellows that 
ii sd x s . ct >f pending claims 1-8 i omtentions 

m , i Si v < , a ' x v.i Mjtmd 'iio 5 



CONCLUSION 

H i e< v ti s i s res 

requested to issue a Notice of Allowance in the matte; o* She instant app 

j thai <. > curro-n pumsm claims 1-8 are allowed and patentable under the 
P' nssiom ol 1 tie ?5 of die I atee Naa*es Code 

Should there be any outstanding matters that need to be resolved in the present 
applhai i the Fv* uc s csaectfulh .-quested to contact John \^ 8 ley (Reg *Jo 52,88] 
at the telephone number below, to conduct an interview in an effort to expedite prosecution in 
connection with the present ram, 

If .necessary, the Commissioner is hereby authorized in this, concurrent, and future replies 
; >a> is to credi any overpayment to Deposit \ceount No J2-2448 for an> tddiiiona! 
' m ! t are. ' I ,4 paitcuLuh ^mon ono im ^ 
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